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Assuming other requirements are met,
copyright could mostly clearly be claimed
over which of the following?

(A) anovel computer program

(B) atwo-word slogan for a chain of
fitness centers

(C) the shape of a doorknob

(D) an improvement on the design of a
chair

(E) anidea for how to better defuse
conflict in pre-school daycare
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Note: I've leaned very heavily on
Prof. Sarah Burstein’s work in putting
together the examples and analysis
in this slide deck.

Design patent basics

- Term:

—14 years from issuance (pre May 13, 2015
applications)

—15 years from issuance (post May 12, 2015
applications)

» Design can include configuration/shape
of article, surface ornamentation, or a
combination of shape and surface
ornamentation.




Design patent basics

- Claimed with a single claim that
references the drawings, e.g.: “The
ornamental design for [the article] as

shown and described.”

- Design patent numbers have a “D”
prefix.
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Design patents compared to utility patents

- Design patent is for an “ornamental
design”

- Utility patent is for a “useful process,
machine, manufacture, or composition of
matter, or any new and useful
improvement thereof”

- Design patents are much, much easier to
get (~90% allowance rate).

« No maintenance fees are required.

Design patents: Source of law

- Like utility patents, design patent are
exclusively a creature of federal law.

- 35U.S.C. § §171-173, with § §102,
103, 112, and other sections being
applicable as well

12



Design patents enabling provision at § 171

- “Whoever invents any new, original, and
ornamental design for an article of
manufacture may obtain a patent therefor,
subject to the conditions and requirements
of this title. The provisions of this title
relating to patents for inventions shall
apply to patents for designs, except as
otherwise provided.”

Design patents requirements

novelty

originality

nonobviousness

ornamental (not dictated by function)
on a functional article

enabling disclosure

13



Design patents requirements

- novelty < same as for utility patents

- originality

« nonobviousness < not much of a limit
- ornamental (not dictated by function)
- on a functional article

- enabling disclosure

for a “plush toy”

D724,677

14



”

for a “vacuum sweeper handle

D721,461

for a “bath tub”

Fig. 2

D724,706

15



for a “bath tub”

D724,706

Nonobviousness in design patents

"[T]he ultimate inquiry under section 103 is whether
the claimed design would have been obvious to a
designer of ordinary skill who designs articles of the
type involved.”
— Titan Tire v. Case New Holland, 566 F.3d 1372 (Fed. Cir.
2009)
“To answer this question, a court must first determine
whether one of ordinary skill would have combined
teachings of the prior art to create the same overall
visual appearance as the claimed design. That inquiry
involves a two-step process.”

— MRC Innovations v. Hunter Mfg., 747 F.3d 1326 (Fed Cir.
2014)

(internal quote and cites omitted)

16



Nonobviousness in design patents

STEP ONE:

“First, the court must identify a single reference, a
something in existence, the design characteristics of
which are basically the same as the claimed design.
The 'basically the same’ test requires consideration of
the visual impression created by the patented design
as a whole. ... [T]he trial court judge may determine
almost instinctively whether the two designs create
basically the same visual impression, but must
communicate the reasoning behind that decision.”

— MRC Innovations v. Hunter Mfg., 747 F.3d 1326
(Fed Cir. 2014)

(internal quote and cites omitted)

Nonobviousness in design patents

STEP TWO:

“[Olther secondary references may be used to modify
it to create a design that has the same overall visual
appearance as the claimed design. These secondary
references must be so related to the primary reference
that the appearance of certain ornamental features in
one would suggest the application of those features to
the other.”

— MRC Innovations v. Hunter Mfg., 747 F.3d 1326 (Fed Cir.
2014)

(internal quote, brackets and cites omitted)

17



Nonobviousness in design patents
STEP TWO:

“[Olther secondary references may be used to modify

it to create a dgemanitliat bas the same overall visual
appearance

references
that the apq
one would
the other.”

(internal quote, brackets and cites omitted)
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a2 United States Design Patent (i) Patent No.: US D634,488 S
Cohen (45) Date of Patent: 4 Mar. 15,2011
(54) FOOTBALL JERSEY FOR A DOG 522638 A * 71993 Thoma ... ... 1191869
5234421 A * 81993 Lowman 14/385.09
(75) Inventor: Mark Cohen, Mason, OH (US) : : }(‘,:g‘q): :;ﬁi;‘n 23 lg{xﬁg
S * 31996 Lev od . D30/144
(73) Assignee: MRC Innovations, Mason. OH (US) At 71996 B::-:):Ig:aal_ . 119/850
A% 91996 Kelly ... 119/850
(**) Term: 14 Years S A * 51997 Lassenetal 119/856
A * 91997 Daniels 604/392
1Y 4 . S * 31999 Pasqua . D30/144
(21)  Appl. No.: 29/369,427 R T Dede )
. At 1999 ] 8
(22) Filed:  Sep.8,2010 Ae BT Tamin
(51) LOC(H)CL 30-01 ;\ T ;’m {;‘.&m
(52) ClL D30/145 Di03%0 S * §2000 Gradyetal ..
(58) Field of Classification Search ... D30/145, D429391 S * 82000 Gradyetal. ..
D30/144, 151-154; 119/678, 850, 673, 702, (Continued)
119/712, 792-798, 758, 760, 769, 770, 784,
119/815, 818, 856, 863, 864, 905, 907, 802, Primary Examiner — Susan Moon Lee
119/857, 865, 725, 771; 52/3; 54/79.4,79.1, (74) Anorney, Agent, or Firm — Rankin Hill & Clark LLP
54/80.1,79.2; D3/271.2, 217, 327; 150/154;
36/111; 604/293; 602/79, 61 (57) CLAIM
See application file for complete search history. I claim the ornamental design for a football jersey for a dog.
as shown and described.
(56) References Cited

U.S, PATENT DOCUMENTS

1,437,255 A * 11/1922 Mallinson , « 547792
1,595834 A * 1926 Gnfliths 54/79.1
2,103,109 A ¢ 121937 De Mar . 54/79.1
2273706 A % 2/1942 Hafner 54/79.1
2400781 A * 51946 54/79.1
2417803 A ¢ 31947 54/79.1
3141443 A * 71964 119/854
D228926 S * 1071973 D30/145
3,792,687 A ¢ 2/1974 119/868
4095562 A * 61978 . 119/868
.

4.290.386 A 9/1981 Firiksson ... 119/868

DESCRIPTION

FIG. 11is a side view of a football jersey for a dog shown in
use;

FIG. 2 is a front elevational view of the football jersey shown
inFIG. 13

FI s a right side elevational view of the football jersey
shown in FIG. 1. the left side of the football jersey being a
mirror image thereof: and.

F1G. 4 is a top plan view of the football jersey shown in FIG.
1.

19
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V2 Jersey Eagles Jersey

V2 Jersey Eagles Jersey

Is the Eagles jersey nonobvious given the prior art
of the V;jers]ey? 4 & P




V2 Jersey Eagles Jersev

Is the Eazgles jersey nonobvious given the prior art
Jjersey?

of the V.

Design patents — claims and infringement

- Design patent claims are essentially the drawings.

« Infringement involves comparing the accused article to the
drawings using the standard of an “ordinary observer” who
has access to the prior art.

- “[l]f, in the eye of an ordinary observer, giving such
attention as a purchaser usually gives, two designs are
substantially the same, if the resemblance is such as to
deceive such an observer, inducing him to purchase one
supposing it to be the other, the first one patented is
infringed by the other.”

— Gorham Mfg. Co. v. White, 81 U.S. 511 (1871); see also Advantek Mktg. v.
Shanghai Walk-Long Tools, 898 F.3d 1210 (Fed. Cir. 2018) (quoting)

22



Design patents — claims and infringement

- Design patent claims are essentially the drawings.

+ Infringement involves comparing the accused article to the
drawings using the standard of an “ordinary observer” who
has access to the prior art.

« “[l]f, in the eye of an ordinary observer, giving such
attention as a purchaser usually gives, two designs are
substantially the same, if the resemblance is such as to
deceive such an observer, inducing him to purchase one
supposing it to be the other, the first one patented is
infringed by the other.”

— Gorham Mfg. Co. v. White, 81 U.S. 511 (1871); see also Advantek Mktg. v.
Shanghai Walk-Long Tools, 898 F.3d 1210 (Fed. Cir. 2018) (quoting)

U.S. Patent Jax, 31,2012 Sheel 10f3 US DeS3.2ISS
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U.S. Patent ae, 31,201

Before 2012, many
considered design patents
“worthless.”

Then ...

24
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a» United States Design Patent (o Patent No.: US D618,677 S

Andre et al.

45) Date of Patent: s« *Jun. 29,2010

(54)
(75)

(73)
(8]
**
(e2)
(22)

ELECTRONIC DEVICE

Inventors: Bartley K. Andre, Menlo Park, CA
(US): Daniel J. Coster, San Francisco,
CA (US): Daniele De Tuliis, San
Francisco, CA (US): Richard P.
Howarth, San Francisco. CA (US);
Jonathan P. Ive. San Francisco, CA
{US): Steve Jobs. Palo Alto, CA (US):
Duncan Robert Kerr. San Francisco,
CA (US): Shin Nishibori, Portola Valley,
CA (US); Matthew Dean Rohrbach,
San Francisco, CA (US): Douglas B.
Satzger. Menlo Park, CA (US); Calvin
Q. Seid. Palo Alto. CA (US),
Christopher J. Stringer, Woodside, CA
(US): Eugene Antony Whang. San
Francisco, CA (US): Rico
Zorkendorfer, San Francisco, CA (US)

Assignee:  Apple Inc., Cupertino, CA (US)

Notice:  This patent is subject to a terminal dis-
claimer.

Term: 14 Years

Appl. No.: 29/328,018

Filed: Now. 18, 2008

Rol d11S A 1i i Datg

(56) References Cited

U.S. PATENT DOCUMENTS
D289.873 S 51987 Gemmell et al
(Continued)
FOREIGN PATENT DOCUMENTS
EM 0005691570005 5/2006
(Continued)
OTHER PUBLICATIONS
US. Appl. No. 29/282 831, Andre et al., Electronic Device, filed Jul.
30, 2007,
(Continued)
Primary Examiner—Cathron C Brooks
Assistant Examiner-—Angela ] Lee
(74) Attornev, Agent, or Firm—Sterne, Kessler, Goldstein &
Fox PLLC
(57) CLAIM
The omamental design of an electronic device, as shown and
described.
DESCRIPTION
FIG. 1 is a front perspective view of an electronic device in
accordance with the present invention;
FIG. 2 is a rear perspective view thereof:
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Division of application No. 29/282,834, filed on Jul.
30. 2007. now Pat. No. Des. 581,922, which is a con-
tinuation of application No. 29/270.888, filed on Jan.
5, 2007, now Pat. No. Des. 558,758.

LOC (9) Cl. 14-02
US.CL . D14/7341: D147248; D14/203.7
Field of Classification Scarch ... D14/341,
D14/342, 343, 344, 345, 346, 347, 420, 426,
D14/427, 432, 439, 440, 441. 448, 496, 125,
D14/137, 129, 130, 138, 250, 389, 147, 218,
D14/247, 248, 156; D10/65, 104: D13/168;

DI&/6. 7. D21/329, 686; 455/90.3. 556.1.
455/556.2,575.1,575.3, 575.4; 379/433.01,
379/433.04, 433.06, 433.07: 361/814: 341/22;
345/169, 173: D6/596, 601, 605

Sec application file for complete search history.

FIG.
FIG.
FIG.
FIG.
FIG.
FIG.

315 a front view thereof

4 is a rear view thereof;

5 is a top view thereof’

6 is bottom view thereof’

7 1s a left side view thereof; and.
8 is a right side view thereof.

The claimed surface of the electronic device is illustrated with
the color designation for the color black.

The electronic device is not limited to the scale shown herein.
As indicated in the title, the article of manufacture to which
the omamental design has been applied is an electronic
device, media player (e.g.. music, video and/or game player).
media storage device, a personal digital assistant, a commu-
nication device (e.g., cellular phone), a novelty item or toy.
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U.S. Patent Jun 20,2000 Sheet 2012 US DOIR6ITS
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some practice ...

Oren, an industrial designer, has created a new
desk lamp. It does not work differently than
other desk lamps, but it’s very exotic and cool
looking. What can Oren likely obtain?

(A) a utility patent, but not a design patent

(B) a design patent, but not a utility patent
(C) both a design patent and a utility patent
(D) neither a design patent nor a utility patent
(E) amask work registration, but not a patent
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