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The need for distinctiveness

« Whether to be registered on the principal
register under the Lanham Act ( § 2), or

- whether to be protectible under the
common law or 43(a) of the Lanham Act

- a mark must be distinctive!

- Itis only by being distinctive that it can
signify a source.

« To be distinctive, marks can either be
inherently distinctive or can acquire
distinctiveness.




Two ways to be distinctive

- “First a mark is inherently distinctive if ‘[its]
intrinsic nature serves to identify a particular

source.

- “Second, a mark has acquired distinctiveness,
even if it is not inherently distinctive, if it has
developed secondary meaning, which occurs
when, “in the minds of the public, the primary
significance of a [mark] is to identify the
source of the product rather than the product
itself.”

Wal-Mart v. Samara Brothers (U.S. 2000)
(citing Inwood Labs v. Ives Labs (U.S. 1982))
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How should this come

Apple
(for an apple)

out under the...

imagination test?

useful-to-
use/need-to-use
test?

actual-use-by-
others-in-the-
market test?
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How should this
come out under the
imagination test?
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How should this
come out under the
actual-use-by-
others-in-the-
market test?
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“Get the Fastest Suntan

fanciful
arbitrary © with MAXIMUM PROTECTION!”
There's no tan like a Coppertone suntan! With
suggestive Coppertone’s “‘sun-balanced™ formula you get
| the fastest tan possible with maximum sun-
. burn protection. Andd Coppertenc helps pre-
. vent dryness and pecling, keeps skin supple
and soft. So, enjoy the sun! And get
. the best looking tan—rich, smooth,
: Jong lasting. Use Coppertone,
Outsells ull others by far!
Also available in Canada,
merely
descriptive
generic

| L
COPPERTONE
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“Get the Fastest Sunts

How should this
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How should this
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Get the Fastest Suntan

th MAXIMUM PROTECTION!”

How should this
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COTTON SWABS.

The Ultimate Home
And BesutyTool

COTTON SWABS.

21



inherently distinctive

can acquire

w
%]
14}
=
o
=
=
v
c
=
=
©

unprotectable

fanciful
arbitrary

suggestive

merely
descriptive

generic

= Tender

moist cat-food

me ™" Beef Dinner

Tender
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How should this come
out under the...

* imagination test?

« useful-to-
use/need-to-use
test?

* actual-use-by-
others-in-the-
market test?

SOIMYN S VAN
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CHANNEL
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